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Notes on Ownership of Rights to Inventions and Designs Created by Emploees in Accordance to
Idustrial Property Law of Georgia

Summary

Presentation of this article to the public is caused by the reform of Intellectual Property Law of Georgia made
in 2010, during of which significant amendments were included in Acts which constitute the mentioned
branch of Georgian Law. In our opinion, these amendments impair rights of employees concerning the
ownership of intellectual creations. This situation applies mostly to the employees engaged in technological
fields of industry: inventors and designers. Rights of these categories of employees are impaired in such level
that we can say that the existence of constitutional guarantees on safety of Intellectual Property is under doubt.
We mean Article 23 of Constitution according to which: “Intellectual creativity is guaranteed. Intellectual
Property is ensured”.

Norms enacted after the amendments give preferences to interests of employers and and not of creators.

The aim of this article is to present legal analysis of the problems caused by enactment of the amended laws
and to draw the attention of persons having legislative initiative to these problems.

The large scale of the amendments was made in the Patent Law after the approval of which industrial designs
are no more subjects of its norms.

Now we draw our attention to inventors’ and designers’ rights.

After the amendments in the Patent law designs are protected by the new Act — Georgian Law of Designs. As a
result, on the basis of Patent Law two independent laws are in force in Georgia: subjects of the Patent Law now
are only technological creations - inventions and utility models; accordingly, subject of Designs Law is a result
of designers’ creativity — appearance of products. From this angle, the legislation of Georgia reseted the first
legislative Acts of Georgia (passed in 1992) adopted in the field of industrial property since its independency.
At the same time, Intellectual Property Law of Georgia now is harmonized better with the European
Intellectual Property legislation than Intellectual Property Law enacted in 1999.

It should be mentioned together with positive amendments, negative amendments are also made in both laws —
Law on Patents and Law on Designs from the point of view of inventors and designers, as same norms
concerning the ownership of patent and design rights were included in them.

To realize the situation in which employed or contracted inventors and designers are set, it is enough to
consider respective norms of the Patent Law. The Articles 19(5) and 19(6) of the Patent Law concern the
ownership of a patent subject of which an invention is connected with employment or commission relations. It
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is not clear from the Article 19(5) how to determine when an invention is connected with execution of
obligations and when is not connected.

The situation is worse in case of the Article 19(6) which states that an employer should have the right to own a
patent in any case even when the creation of an invention does not have any connection with execution of
duties by an employee or with execution of contractual obligations. The only condition set down in the
mentioned article is that the invention should be created by using employers’ recourses. How to determine
what meaning the legislator wanted to be understood under the term “recourse”? — it is so broad that anything,
including piece of sheet which was used by an inventor during the creative process is enough to make a
decision that right on invention should belong to employer. Even more, the result is the same - if criterion of
an invention is not connected with execution of duties, it seems that it is enough simply to be employed to
come to the mentioned decision. Also the employer should be an owner of a patent when an invention created
by an employee is out of activities of an employer.

This Article contradicts the principles of determination of ownership when the subject of ownership is
intellectual creation, especially if the case concerns an invention. Usually, courts have elaborated principles or
their decisions are supported by the principle elaborated by scientists. For example, courts of the USA support
their decisions on precedential principles and these decisions are very similar if not uniform. The main sense of
these principles could be formulated as follows: “A creator should be treated as an owner of his/her creations
because of the mere fact of creation and if there are other written contractual relations, ownership could be
transferred by contractual obligations or by Law”.

According to the principle of the notorious American scientist in Law Peter Rosenberg, which takes into
consideration the courts in the USA, an employer has the right to own a patent on an invention in case when
an inventor is the employee if:

there is an explicit reference in the contract to transfer ownership on a patent;

there is a clause in the contract that an inventor is employed for creating an invention;

there is clause in the contract that an inventor is employed for performing his/her duties
or solving concrete technological problems.

If we summarie the above mentioned, it is evident that if there are not contractual duties or if a technological
problem is out of an employee’s duties, the owner of a patent is a creator and an employer. Unfortunately, this
wide spread principle is declined after the enactment of the amended Patent Law and Designs Law in Georgia.

It is noteworthy that the Law on Author’s Rights and Neighboring Rights of Georgia was also amended at this
period, but the former principle of determination of ownership of rights on creation made by employees,
which is in conformity with the above mentioned wide spread principles, is not changed and the situation is
better than the situation mentioned in connection with patents and designs. Though by withdrawal of Art
16(2)-(5) from the law author lost right to restore authors rights on his creation if an employee does not use a
work of creation during 3 years or if 5 years are expired as it was a case in accordance to the article before its
amendment.

In accordance to the opinion of the author of this article remedy the defects mentioned in the article is needed
not only from point of view of satisfaction to established precedential and scientific principles but also from
point of view of harmonization Georgian Intellectual Property legislation to the European norms. All this
enables to avoid malicious abuse of creator’s rights from employer’s side.

If briefly summarize above mentioned amendments of made in Georgian Industrial Property Law which
constitutes large part of Intellectual Property Law in a whole it is to be mentioned, that this amendments are so
significant that establish legal situation which reflects trends of harmonizitation to modern requirements and



of development of laws concerning to patents and designs. At the same time, it should be noted that the system
of the Industrial Property Law of Georgia turned back to 1992 situation when the independent legal acts —
Governmental degrees on inventions, on industrial designs and on trade marks were separately approved and
enforced. Now designs are protected by the separate legal act in which the principles of the law of author’s
rights and patent law are reflected. From this angle the Industrial Property Law of Georgia is much more
harmonized with the European Law when 1999 Laws were.

On the other hand, the new Designs Law does not ensure protection of many kinds of designs which do not
satisfy the requirements of registration and the so called “non-registered designs”, which are out of scope of
protection of the Designs Law or the Law of Author’s Rights, are not protected in Georgia at all (as it is known,
Law on competition and anti - monopoly practices was abrogated in Georgia since 2006). Now sui generis legal
norms regulating unfair competition in Georgia do not exist any more. To improve the situation the enactment
of at least separate law on protection of non-registered designs which should be based on widely recognized
modern principles of competition law is strongly needed.



